REMARKS 



1. In response to paragraph 1 of the Office Action, Applicant aelmoWlfedges and appreciates; 
Examiner's acceptance; of its preyipus RCE and enti^^ of its submission filed on November 
13>2007, 

2i In response: to paragrapib 2 of the Office^ Ami(M% Aj)plicant ackno^vledgeis EbtanM 
ppintihg out diat Applicant misnmnbered its previously siibmitted ii^w.daims^^^^ bfecauise 
Applicant accidentally 6^^ any claim number 36. Applicant has amended ite previously 
submitted claims 37-41 to claims 36-40, wherein a claim 36 now exists and amended for 
proper claim dependency for amended claims 37-40 . Applicant requests entry of these; 
ariiendrriehts to correct the typ^ogf apWcal misnumberiiig. 

3.. In response to :paragraph 3 of the Office Action, Applicant acknowledges Examiner's- 
rejection of all claims, namely x^aims 22-r35 an^ 3741, under 35 .U.S.C. § lt)3 (a) as being, 
rendered bbvidus by Bah%U:S; Pub. No. 20(52/0019852 Al i('^Bahai^O W bf M^sMelli 
-ei gl, U.S. Rub. No. 2jQS4/0l;33645 A;l (nMassanelli^?)- Applicant pbject? \^th traverse fp 
Bahar in view of Maissanelli rehdiering obvious Applicarit^:s claims 

The Supreme Gotirt receritl>^ addresseS the issue^of obvioifiness ih K^R Intemationai Co. v. 
Teleftex Iha,^ 127 S. Ct, 1727 (2Q07). "While the JiS« Coui* . i^^ 

the teaching, suggestion, or motivation test in. an obviousness inquiry, the Court 
.acknowledged the impprfancfe reason that would have prpm^^ a person Qf 

ordinary skill in the relevant field to combine the elemients in tiie way the claimed new 
invention does - in an obviousness deterinination."* l^t prima facie of bbvioushess still 
requires: 1) some suggestion or motivation in references or in knoy^ledge qf those^skilled in 
the art to modify a reference^ 2) that the references possess a reasonable expeetatibn of 
success in the modification or combination, and 3) that the references mus^^ or suggest 



* Takeda Chemical Ihdusfri^^^ Ltd., et dL v. Alphaphqrm Pfy^^^ Ltdet aiyimi U.S. App. LEXIS 133^19, * 12-1:3 (Fed. 
Gir. 2007) {(^uoX\n%XSR]n(ernq(m^ y. Tele/lex Inc., 127 S. Ct. at.l 73 1 (2007)). 
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all of Appiicarit's claim elements and limitaLtions.^ Belpw, Applicant shows that Bahar, even, 
in view of IVilassanelli, does^^n^^^^ pbvibus Applicant*S:ciaim^^ 22:-35 and 37-41. 

.Claim 22 states; A method in a data prpGessing system fo^ selectively transmitting: an email 
attachment of "ah email, the method comprisihgr 

seleeiting, by a sender, pmail atfa^ recipients, Mectable nptifi^^ feeipiehts^ and 
excluded recijjientis for the emml to be^spnt, wherein: the, gx^^^ recipients do not reqeiye 
the email attadKment; 

receiyingj from the sender, an instnu^tion to add a selectable riotific?rtipn,fo^ ^einail 
attachment to the email to be sent to the selectable riotifiGation recipients^ 

transmitting the email to the, email attachment recipi^^^^ the selectable notificatipn 
recipientSj; and the excluded recipients; and 

receiving the email a^aclment tjy bolth the sielectable nofificatidri recipients, who 
activatedjhe selectable notificafion, and ftie email attaehmen^^^^ 

Bahar teaches or suggests --confirming^ proper receipt of an email file" 'delivered to a 
:reeii>ient eriiail ad^ess^and stored hi ii: data storage location" Avherein^an "accessing party, 
who may or ;may not bp the mtended target party" ''accesses the eniait fil^s ; . Qv: 
account" and "various: recipient information" aimed solely at probing. iiJentity iilfprmation 
about the retfl)ient is "incjud^ iii a generated; cpnfirmatfiph of receipt nptuife" to the ^iehd^ 
wherein *'the accessing party" may ^in many cases'^ "be unwilling to cooperate with the; 
siendihg party in retuMng a epii^^ Sfe^ Bahai;^ Abstract^ If 35. The 

'"confirmation of receipt noticd" contains; "recipient data" obtained and discovere<j ''by 
searching ..^ in target locations ... such as the i^ijpieM system"- See Bahar, f 35^ 
"Discoyering or obtaining the. identity of the individual actually causing the access eyent 
wOiiW be pafliculiarly advantageous." M ''[I]dentification verification f^^^^ 
be used in conjunction with the present itiyeritiotiv" Id. Ih Sum, Bahar is. akin to 
automatically sending cookies, x e: , identity information, in a ''confirmation :pf receipt npliee" 
to the sender of an email at an email address, and after ah "accessing, party", who Bahar says 



- MPEP § 2142; In re VaecK 947 F.2d 488, 493: (Fed. Cir. 1991); //i mA/ercA & Co,, //la. 800 F.2id 1091, tp?7 
(Fed. Cir. \ne); !nre R^^ 49.0 F.2d 9;81, 985 (C.C.P.A. 1974). 
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may or may not- be the. intended recipienl of the email, aceesses the email "stdred iii a data 
storage Ipeation " See Bsdiar, Ab^tracti f 35. 

Applicant respeetfully submits that Bahar fails to render obvious Applicant's independent 
elmm 22 because Bahar does not teath pi; suggest any of Applicant's elaim elements and 
liiiiitati6M>^ asserted at:page; 3rof A« OM^ Fir^t* as just: shown fpr exaropJ^ 

preceding paragraph, Bahar do^ not teach or suggest ApfJliGant's claimea "selecting> by a 
sender ... Electable notification reeipients,,and exdluded recipients for fhe email to be;sent 
wherein the excluded recipients do not receive the'erfiail attaehMem?' Bahitf has no ^Itetibin 
occurring by anyone, including the sender, of ''selectable notification recipients" or 
"excluded recipients". Second^ as just shown, Bahar does not teach or suggest Applicant's 
claimed "receiving, from the sender, an instfuctipri to add & selectable notification for the 
email attachment to the. email to be sent to the selectable notification recipients;" Bahar has 
no receipt, by anyone, including "from the sender'' of "ah instrufetiph to add a selectable 
notification" "to the email to be sent to the selectable notification recipients.'- Third, as just 
shown, Bahar does not leach or suggest Applicant's claimed "transmitting the email to . .. the 
selectable notification recipients, and the excluded recipients." Bahar does not transmit the 
email to different classes of recipients, such as "selectable; notification recipients" and 
"excluded recipients." Instead :4nd qiiite dissimilarly, BaKsr singularly ^empte tp dieliyer 
emails to samedasS of recipient, X e. , the proper oncj and glean identity of the recipient - this 
is clearly riot what Applicant does. And, fourth, Bahar dpes iipt teach or suggest Applieiaiit's 
claimed "receiving the email attachment by both the selectable notification recipients, who 
activated the selectable notification." Bahar does not teach or suggest that anyone receives 
"the email attachment" after haying "activated the selectable, notification:" In sum, Bahar 
fails to teaeh dr suggest ^hy of Applic&nt's four claim elemeiits and lihiitations limitations for 
Applicant's: claim 22, as w^ll as Applicant'?, other independent claims 30 ajnd 38 under the 
same analogy also used by the. Office; AeCoMingiy, any and all claims depending firom 
independent claims 22, 30, and 38 are also hpt obVibtis a§ a matter of law.'* Therefore, 



td.; In re Find, S37 F:2d 1071, 1076 CFed. Cir. 1988)(if independent claim is allowable, then so are the dfependenf 
claims). 
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Applicant respectfiiUy requests withdrawal of all claim rejections under § 103(a) as airiatter 
of law. 

Although the- above discussion already shows many reasons, when only one of these reasons 
is necessary, as to why Bahar fails to teach 0r suggest Applicant's claims to render them 
obvious, Applictot now provides additional or alteraative: reasons as tp why MassanelK detes 
not teach or suggest Applicapcif 's cli^^^ in view of Bahar. Ftesti Applicant agrees 

with the Office that Bahar fails to teach or suggest system wherein the excluded recipients 
dp not reeeive the email attachment bemg part of the Mection attd fiiithier agi^ 

that Massanelli -does not teach what the Office claims Bahar teaches as a result of the 
Office's rion-assertiori otheiwisej./.ef.i a tacit admission by the Office thatiMassanelli does n^^^^ 
teach what the Office claims Bahar teaches in the Office Action. 

Second, Applicant disagrees that h^saiielU teaches cjr suggests "a systfeth wherein the 
excluded recipients do not receive the email attachment, being part of the selection process." 
Massanelli teaches or suggests a "data center 104 bacfes-^up the; compMy eriiail server 1Q2 for 
audits- including recovery audits. See .Massanelli, ^ 20. "The email filtering module 122 
may comprise coiflputerrexeeutable ihstm^ for performing archi^hg, filtering, selection 
and extraction of email stored in die company email server 102." See^ Maissahelli, H 25. 
[emphasis added]. "[I]mmediately upon receipt by the company email server 102 tiie 
predefined selection criteria is 'applied agairist emails and email .atfachmehlsi" See 
Massanelli, % 26, [emphasis added]. ^'Email and attachments satisfying the selection criteria 
are copied and forwarded to the data center Miere they are stored." Id,y [emphasis iadded] 
"This process seeks to identify only those emails and documents pertinent to the audit 
analysis." See Massanelli, f 27, [emphiajsis addfed]. "The real-time Or near real-time capture 
and archive implementedby the system pf FIG. 1 will next/be describedl With respeipt tp FIO. 
2" See Massaiielli^ H 35, [emphasis added]. "[Tjhe email filtering module 122 may corhprise 
a plug-in program that works with the company email server 102, or an eniml program (e.g; , 
Microsoft Outlook™) operating therewith, to interrogate the sent and received electronic 
communications in real time or near real-time." See MiassanelH, ^ 36, [emphasis added]. 
"Using the plug-in or a like component, emails and attachments may be compared against 
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the selecjtien criteria to .fitter thg. .emmls and attachments," $m Vi^mM, f 37,. [empBasis 
added]. IJerei it is dear thai MassaneUi does not t^ch or suggest % system wherein the. 
excluded reeipi?nts do not receive the email attaehment beiiig pa^ selfeeti(in proefess. 
That is, Massanelli teaches or suggests an email filtering module for comparing emails and 
email attachmisnts based on sgiected criteiia, for emails Md email attachmeMs aft#r bfeing: 
ctipifed^^afid fbrwaiEded to a data (ceiitier; ifef storagfe^ Simply, and. unlike ^pplieant^ there Js ne 
teaching or suggesijipn in^^Nlj^s^elli of iM'^^M Wil to (on^ deteiM exciludfed 
fecipient, whereiMsuch ex^^^ 

an email attachment for an eiriail to lie 0nf. Furthermore^ combinihl thfe tieaehittgs of 
Massanelli with Bahar would not result in Applicant's claim inyentipn. Accordingly^ 
whetiiet viewed alongside Bahar or not^Ma^sanelli also fails teaieh or suggest all etements 
and limitations of Applicant's clmm 22, as? well as AppliiGant'g Qfli# independent claigis 30 
aiid 38 m6hr this same: anaiogy also iisedr by thfe Office* therefore; any tand idl claims 
tlispehdingffeom independent^JlSah^ and^S ^lIlM ijSc^ a Mdtter of lawi^ 

Again, Applicant respee^lly requests, wthdraw^al ollalt cil&njrejeictiQnsmd^^ § lOllal) as a 
matter of law. 



^ Id; in re Fine; 837 .F;2d 1 07 1 , 1076 (Fed. Gir. 1 988)(jnndependent claim is allowable; tbeh sidivafe the depeiideint 
claims). 
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GONCLUSldN 



Based on the foregoing, Applicant respectfully siibttfits that the. instant;8ipplication.i is: iti 
condition for allowanGe, Applicant invites, the Office to fieely reaish Appliicimt's attttmfey using 
the contact information found iri his signature block below. 

No fee is believed due with this paper, However, if iariy fee is deMifeified to be regUirgd, 
the Office is authorized to chMge Deposit Account 09i0^ 

Resp@:tfiiUy submitted^ 



Date: June 17/2008 1 /Erik J. Osterrieder/ 

Erik J. Osterrieder 
Reg. No. 4$j966 

Schubert Osterrieder & NickelsoaPLL 

6013 eanriohMtni M,:SH 

AusUn,tX 78749 

Tel: (713)533-0494 

Fax: (512) 301-7301 

ATTORNEY FbRi^PPLIGA^Jt/ASS^^ 
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